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Art Unit: 2666 

1. 35 U.S. C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

A rejection based on double patenting of the "same 
invention" type finds its support in the language of 3 5 
U.S.C. 101 which states that "whoever invents or discovers any 
new and useful process . . . may obtain a patent therefor ..." 
(Emphasis added). Thus, the term "same invention," in this 
context, means an invention drawn to identical subject matter. 
See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 
245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection 
can be overcome by canceling or amending the conflicting claims 
so they are no longer coextensive in scope. The filing of a 
terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Claim 1 provisionally rejected under 35 U.S.C. 101 as 
claiming the same invention as that of claim 1 of copending 
Application No. 09/742,578. This is a provisional double 
patenting rejection since the conflicting claims have not in 
fact been patented. 

Claim 1 of this application is identical as claim 1 of 
application number 09/742,578. 

2. The nonstatutory double patenting rejection is based on 
a judicially created doctrine grounded in public policy (a 
policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to 
exclude" granted by a patent and to prevent possible harassment 
by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 
USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 
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(CCPA 1970) /and, In re Thorington, 418 F.2d 528, 163 USPQ 644 
(CCPA 1969) . 

A timely filed terminal disclaimer in compliance with 37 
CFR 1.321(c) may be used to overcome an actual or provisional 
rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent 
of record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b). 

Claim 1 is rejected under the judicially created doctrine 
of obviousness -type double patenting as being unpatentable over 
claim 1 of U.S. Patent No. 5,799,010. Although the conflicting 
claims are not identical, they are not patentably distinct from 
each other because of the following: 

For claim 1, the claim 1 of the patent number 5,799,010 
disclose a system comprising: 

means for receiving a call request signal corresponding to a 
telecommunication line information signal, and a user 
identification signal identifying a user to which the call 
request and information signal are addressed; 

a plurality of modem processing means, one of the plurality 
of modem processing means providing a global pilot code signal, 
and each of the modem processing means providing a respective 
message code signal and combining one of the plurality of 
information signals with the respective message code signal 
to provide a spread- spectrum processed message signal, the 
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plurality of message code signals of the plurality of modem 
processing means being synchronized to the global pilot code 
signal ; 

assignment means responsive to a channel assignment signal 
for coupling the information signals received on the 
telecommunication lines to respective indicated ones of the 
plurality of modem means; 

a system channel controller, coupled to a remote call- 
processing means and responsive to the user identification 
signal, for providing the channel assignment signal; and 

an RF transmitter means, connected to each of the plurality 
of modem processing means, for combining the plurality of 
spread- spectrum processed message signals with the global pilot 
code signal to generate a CDM signal; 

for modulating a carrier signal with the CDM signal and for 
transmitting the modulated carrier signal through an RF 
communication channel. (Note: see claim 1 of the patent number 
5, 799, 010. ) 

Applicant's claim 1 merely broaden the scope of 
claim 1 of the US patent number 5,799,010 by eliminating the 
terms "connected to each of the plurality of modem processing 
means, for combining the plurality of spread- spectrum processed 
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message signals with the global pilot code signal to generate a 
CDM signal" from claim 1 of the patent . It has been held that 
the omission of an element and its function is an obvious 
expedient if the remaining elements perform the same function as 
before. In re karlson, 136 USPQ 184 (CCPA) . Also note Ex Parte 
Raine, 168 USPQ 375 (bd. App. 1969); omission of a reference 
element whose function is not need would be obvious to one 
skilled in the art. 

3. The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. 

Luddy ( 6,608,825 and 5,953,346), Ozluturk et al . 
(6,181,949 and 5,841,768), Lomp et al . (6,215,778), Haim ( 
5,940,382 and 6,252,866) , and Regis (5,754,803, 6,405,272, and 
6,487,190) are all cited to show systems which are considered 
pertinent to the claimed invention. 

4. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to DANG T 
TON whose telephone number is 571-272-3171. The examiner can 
normally be reached on MON-WED, 5:30 AM-6:00 PM and Thur 5:30- 
9:30 A.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, RAO SEEMA can be 
reached on 571-272-3174. The fax phone number for the 
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organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 



D. 



Ton 




DANG TON 
PRIMARY EXAMINE? 



